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COCA-COLA CO. V. BOAS 


Coca-Cota Co. v. Boas 
(27 Fed. Rep. [2nd] 756) 


United States District Court, District of Idaho 
July 21, 1928 


Unram Competirion—Basis or Rewier. 

The essence of the wrong of unfair competition is the palming 
off of his goods by one as the goods of another, and any conduct 
conducive to that result is actionable. 

Unram CompPpetirion—INTENT. 

Actual fraudulent intent is not necessary to unfair competition, 
where the necessary and probable result of the defendant’s conduct 
is to pass off his goods as those of the plaintiff. 

Unrairn ComMPeTITION—SEcONDARY NAMES. 

A name which by public usage has come to identify a specific 
product may not be applied to a competing product. The term 
“Koke” being in common use to designate Coca-Cola, the passing off 
of another product on orders for “Koke” is unfair competition. 


In equity. Suit for infringement and unfair competition. De- 
cree for plaintiff. 


Hawley § Hawley, of Boise, Idaho, and Candler, Thomson & 
Hirsch, of Atlanta, Ga., for plaintiff. 

Oppenheim & Lampert and E. O. Smith, all of Boise, Idaho, 
for defendant. 


CavanaH, D. J.: This is a suit in equity to enjoin the de- 
fendant from infringing upon the trade rights of plaintiff, to pre- 
vent unfair competition, and for an accounting. The cause is sub- 
mitted upon the pleadings and stipulations of facts, and the solu- 
tion of the case depends upon the application of the evidence as 
disclosed by the stipulations to the controlling cases which announce 
the law. The record is short and the salient facts are fairly simple 
and not involved. They run thus: 

The plaintiff, Coca-Cola Company, is a corporation organized 
under the laws of Delaware, and is engaged in the manufacture and 
sale of a beverage made under the trade-mark “Coca-Cola.” Con- 
tinuously from the year 1886 to the present time plaintiff and its 
predecessors in business have, to the exclusion of others, used the 
name “Coca-Cola” as a trade-mark, distinguishing its product from 
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the product of all other manufacturers, and the name “Coca-Cola” 
has for many years been universally recognized as indicating the 
plaintiff's product. By proper manufacturing methods and exten- 
sive advertisement throughout the United States and foreign coun- 
tries plaintiff has enjoyed a very large sale of its product, and 
has established a valuable reputation therefor. Its product is sold 
by it in bulk, to be dispensed as Coca-Cola over soda fountains 
and in bottles, and every package shipped by it, and every bottle 
has upon it the name “Coca-Cola.” 

The defendant, Alexander Boas, is an individual trading as 
Boas Kandy Kitchen in Boise, Idaho, and has for some time been 
operating a soda fountain, and is advised of plaintiff’s rights and 
the large public demand for Coca-Cola. At his place of business, 
in response to orders for “Coke,” he sells and delivers, without 
the permission of the plaintiff, a product that is not the product 
of plaintiff, as it is made from an extract purchased by him 
from the “Afri-Kola’” Company, and from which he makes 
a drink somewhat similar to and a colorable imitation of 
plaintiff's product known as “Coca-Cola.”” Customers who desire 
and expect to receive Coca-Cola at soda fountains and drug stores 
generally—including Boise—very frequently call for “Coke,” and 
the public generally designate the product known and advertised 
as Coca-Cola and manufactured by plaintiff as “Coke,’ and upon 
calls for “Coke” the dispensers of soft drinks at soda fountains 
and drug stores serve the product known as “Coca-Cola,” which 
is not objected to by those receiving it. In fact, very few call it 
by its full name, but use “Coke,” which is the commonly accepted, 
used, and well-known nickname for Coca-Cola. 

The defendant files a motion to dismiss, contending that the 
complaint fails to state a cause of action, and to present the issue 
disclosed by the stipulations of facts as to “whether on calls for 
‘Coke’ the defendant may supply Afri-Kola or other beverages, 


and draw from the fountain or other container, in response to a 
eall for ‘Coke, Afri-Kola, or any other syrup than Coca-Cola 
syrup manufactured and sold by the plaintiff.” 
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The pleadings, by the terms of the stipulation of facts, present 
this issue as the only question to be determined. It will be borne 
in mind that under the facts the name “Coke” is an abbreviation 
or nickname of plaintiff's trade-mark “Coca-Cola,” which is gen- 
erally accepted and understood by the public when purchasing 
Coca-Cola, and the defendant, being advised of the same, in re- 
sponse to orders for “Coke” sells and delivers Afri-Kola, a product 
that is not the product of plaintiff. It seems clear that the cus- 
tomers of the defendant use the nickname “Coke” for Coca-Cola, 
the product of plaintiff, and when they call for “Coke” they expect 
to receive Coca-Cola, and not Afri-Kola, or any other substitute. 
That being the case, the thought presents itself: Can the defendant, 
under such circumstances, on calls for “Coke,” supply and sell a 
beverage other than plaintiff's, and by doing so is he engaged in 
unfair competition? 

In dealing with the question of unfair competition, actual 
fraudulent intent need not be shown, where the necessary and 
probable tendency of the defendant’s conduct is to or will deceive 
the public, and pass off his goods as and for that of the plaintiff's. 
It ordinarily consists in the imitating by one person, for the pur- 
pose of deceiving the public, of the names or devices employed by 
a business rival, in order to induce the purchasing public to buy the 
goods of the former in the belief that they are the goods of the 
latter. The essence of the wrong is the palming off by one of his 
goods as the goods of another, and any conduct, the effect of which 
is to so deceive the public, is unfair competition. Leschen & Sons 
Rope Co. v. Fuller (C. C. A. 8) 218 F. 786 [5 T. M. Rep. 87]; 
Chas. Broadway Rouss, Inc. v. Winchester Co. (C. C. A. 2) 300 
F. 706 [14 T. M. Rep. 159]; Rice & Hutchins, Inc. v. Vera Shoe 
Co. (C. C. A. 2) 290 F. 124 [13 T. M. Rep. 389]; Howe Scale Co. 
v. Wyckoff, et al., 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972, 
88 Cyc. 756. 

The courts generally have recognized the right to protect the 
interests of the manufacturer and others from unfair methods of 


competition by one who is palming off his product as that of an- 
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other, and condemn competition when it is unfair, or characterized 
by deceit, fraud, or unfairness. 

The defendant says that the word “Coke” is not the trade- 
mark of the plaintiff, and that the plaintiff has no proprietary 
interest in the word, and therefore no injunctive relief should be 
granted to plaintiff, because he sells and delivers another beverage 
than Coca-Cola on calls for “Coke.” This might be true, were it 
not for the fact that the word “Coke” has become, and was known 
to the defendant and the purchasing public to be, a secondary 
meaning of plaintiff's trade-mark, “Coca-Cola,” and indicating its 
product alone. Knowing, as he no doubt did, that when the pur- 
chasing public used the word “Coke” in placing orders with him, 
they were seeking the purchase of Coca-Cola, he still sold another 
beverage, and thereby deceived them, and thus profited by and got 
the benefit of the good-will and reputation built up at plaintiff's 
expense. If it had been his intention to sell and indicate his own 
product, or to keep it from being confused with the product of 
plaintiff, sales would not have been made by him of a product, 
when calls for “Coke” were made, which he knew meant Coca-Cola, 
as he could have designated his own product with the object in 
view of making improbable the confusion of his product with that 
of plaintiff. It is therefore apparent that the method adopted, 
by which he sells his product as that of the plaintiff, results in 
substitution by him and selling a beverage of his own as that of 
plaintiff, when the product of plaintiff is desired, and in doing 
so he commits a wrong and unfair dealing, against which protection 
is accorded to the plaintiff. 

Under such circumstances the courts apply the established 
principle that, where the general public has given to one’s product 
another name, such as “Coke,” or any other nickname, and by 
which it is known to the trade, and another, upon calls of customers 
for “Coke,” or such nickname, serves a product other than the 
former’s, he is then passing off his product as that of another, and 
in doing so the public is deceived as to the article purchased, and 
protection by injunction will be granted one whose rights are so 
infringed upon, as such conduct is regarded as competing unfairly. 
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Coca-Cola Co. v. Koke Co., 254 U. S. 148, 41 S. Ct. 118, 65 L. Ed. 
189 [10 T. M. Rep. 441]; Shaver v. Heller & Merz Co. (C. C. A. 
8) 108 F. 821, 65 L. R. A. 878; Ludwigs v. Payson Mfg. Co. 
(C. C. A. 7) 206 F. 60 [7 T. M. Rep. 47]; Queen Mfg. Co. v. 
Isaac Ginsberg § Bros., Inc. (C. C. A.) 25 F. (2d) 284 [18 T. M. 
Rep. 275]. 

This principle is emphasized, for example, in Denver Chemical 
Mfg. Co. v. Lilley, et al. (C. C. A. 8) 216 F. [4 T. M. Rep. 519], 
at page 870, where the court said: 


“There are no disputed questions of law. It being conceded, as it 
must be, that while appellant adopted the name ‘Antiphlogistine’ for its 
product, still, if for some reason the general public has given to the 
product another and different name, by which it alone is known to the 
trade, the appellant becomes entitled to protection by injunction against 
one who thereafter endeavors, through the adoption of such term as the 
public employs as synonymous for or as a secondary designation of such 
product, for in so doing the purchasing public may be deceived as to the 
article purchased, and the appellant is deprived of that trade which its 
industry and money have built up.” 


Considering the case as presented, I am of the opinion that 
the plaintiff is entitled to the relief prayed. Let a decree be en- 
tered accordingly, with costs in favor of plaintiff. 


[Nore: This case illustrates the proposition that the trade-mark of 
a product is not necessarily the mark which the manufacturer applies to 
the product for the purpose of making it a trade-mark. It is in fact 
the mark which the public selects for purposes of identification. In some 
cases this may be a mark appearing on the product itself, but not intended 
by the manufacturer to serve as its trade-mark. In such a case a mark 
so applied to the article becomes by such use a true trade-mark. 

In other cases, the mark may be a mere nickname, originated and 
used by the public and for the origin of which the manufacturer himself 
may not be responsible. In such an instance the relief accorded by the 
courts is based upon the ground of unfair competition. Such are the 
“Koke” and “Denver Mud” cases above cited (Coca-Cola Co. v. Koke Co., 
254 U. S. 143; Denver Chemical Mfg. Co. v. Lilley, 216 Fed. Rep. 870. 
See also Kimball v. Hall, 4 T. M. Rep. 56).] 
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Storm WATERPROOFING CorRPoRATION v. L. SONNEBORN & Sons, 
Inc. 


United States District Court, District of Delaware 


September 14, 1928 


Trape-Mark INFRINGEMENT—J URISDICTION. 

In a suit between citizens of the same state, when the principal 
relief sought is the cancellation of a contract, the fact that incidental 
relief is asked by injunction against infringement of a registered 
trade-mark, the right to which relief is dependent upon the cancella- 
tion of the contract, does not give the court jurisdiction of the suit. 


In equity. Suit for cancellation of contract and incidental 
relief against trade-mark infringement. On motion of defendant 
for non-suit on the pleadings. Dismissed. 


Robert H. Richards, of Wilmington, Del., for plaintiff. 
Daniel O. Hastings, of Wilmington, Del., for defendant. 


Morris, D. J.: Relying upon Luckett v. Delpark, 270 U. S. 
496, and Wilson v. Sanford, 10 Howard 99, the defendant moves 
that this suit in equity be dismissed for want of jurisdiction in that 
each of the parties is a corporation of the State of Delaware and 
in that, as it contends, the facts set out in the bill of complaint 
disclose that the suit is not one arising under the trade-mark statutes 
notwithstanding it appears from the bill of complaint that the 
trade-mark therein alleged to have been infringed has been regis- 
tered in accordance with the laws of the United States. 

The facts upon which this contention is based are found in 
the allegations, following some of those touching the adoption and 
the registration of the mark “Stormtite’” by the plaintiff or its 
predecessors and its infringement by the defendant, that a pur- 
ported contract was entered into by and between Walter H. Storm, 
president of the plaintiff, and the defendant to divest the plaintiff 
of its rights in and to the mark and in the presence of a prayer 
of the bill, in addition to those for injunction and damages, that 
the court “void, nullify and set aside the aforesaid purported agree- 
ment between said Storm and defendant.” 
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The legal principle invoked is, briefly and generally stated, 
that a plaintiff who by his bill seeks judicial relief from a contract, 
and, as well, trade-mark relief conditioned on his securing equitable 
relief as to his contract does not present a case under the trade- 
mark statutes. Luckett v. Delpark, supra; Wilson v. Sanford, 
supra. The plaintiff does not dispute this principle but asserts 
that it is not here pertinent and that the applicable rule of law is 
that a suit is within the jurisdiction of the District Court, as aris- 
ing under the trade-mark laws, where the bill seeks an injunction 
against infringement of a registered trade-mark even if the bill 
contains averments in denial of an anticipated defense of an assign- 
ment of the mark or of a license or authority to use it. Trade- 
Mark Laws of 1905, Section 17; Luckett v. Delpark, supra, and 
cases cited therein. 


The question thus presented is one having to do more with 
the construction of the bill of complaint than with the law as stated 
in the cases relied upon. 


The most pertinent allegations of the bill are those found in 
the following paragraphs: 


“XXXI. That theretofore, to wit: on or about the 12th day of Sep- 
tember, 1927, the defendant induced the said Walter H. Storm, then presi- 
dent of the complainant corporation, to enter into a conspiracy with it 
whereby the latter would attempt to divest the complainant of all of its 
assets, including its exclusive right to Stormtite as a trade-mark for water- 
proofing coating materials, in consideration of which defendant gave the 
said Storm a large sum of money as a bribe to induce the latter to enter 
into the conspiracy. 

“XXXII. That the said Walter H. Storm accepted said bribe and 
signed what purported to be an agreement between the defendant and 
complainant company whereby the latter was to divest itself of its assets 
and its exclusive rights in its trade-mark ‘Stormtite,’ without the knowledge 
of the holders of the majority of the capital stock of the complainant 
company, and that the said alleged agreement was entered into by the 
defendant and the said Walter H. Storm without the consent of the 
complainant corporation and without the knowledge or consent of the 
holder or holders of the majority stock interest in the corporation. 

“That complainant is informed and verily believes that statements 
appearing in said purported agreement, signed and sworn to by said 
Storm, constitute false swearing and that defendant induced said Storm 
to sign and swear to such false statements by the payment of a large 
sum of money as a bribe. That no part of the moneys or other property 
paid by defendant to Storm was turned over by the latter to complainant, 
no consideration is alleged in said alleged agreement and the alleged 
agreement is void for lack of consideration. 
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“XXXIII. That the acts of the defendant in * * * the bribing of the 
said Storm by defendant, constituted conspiracy on the part of the 
defendant, were unlawful and unconscionable, and all formed a part of 
the scheme or machination of defendant unlawfully to deprive complainant 
of its right to the exclusive use of the trade-mark ‘Stormtite’ for water- 
proofing coating materials, and this honorable court will be petitioned to 
set aside and cancel said alleged agreement between said Storm and the 
defendant as illegal, unconscionable, void and of no effect.” 

In addition the bill expressly alleges that “the jurisdiction 
of this court arises by reason of the fact that this is a suit in equity 
involving the trade-mark laws of the United States.” This, how- 
ever, is here of but little importance as it is a conclusion of law 
and fact. Jurisdiction must be made to appear from the pleaded 
facts. Continental Ins. Co. v. Rhoads, 119 U. S. 287; Bushnell v. 
Kennedy, 9 Wall 387, 390. Moreover, the facts pleaded must be 
interpreted in the light of the presumption that a cause is without 
the limited jurisdiction of a Federal court unless the contrary 
affirmatively appears. Grace v. American Central Ins. Co., 109 
U. S. 278, 283; Hanford v. Davies, 168 U. S. 278, 279; Robertson 
v. Cease, 97 U. S. 646, 649. 

Even in exact equipoise the construction of the allegations 
must be against the pleader, whose duty it is to see to it that no 
ambiguity or uncertainty occurs in his pleadings, and no intend- 
ments are to be made in favor of complainant’s case that do not 
naturally result from the facts stated. Story’s Equity Pleading, 
Section 452a. Phillips v. McDonald, 99 U. S. 298, 305. 

Moreover, the plaintiff must frame his pleading with reference 
to some particular theory upon which he bases his right to relief. 
The pleading cannot be made elastic so as to bend to changing 
views of counsel as the cause proceeds. It must proceed to the 
end upon the theory upon which it is constructed. It must be 
good on the theory upon which it proceeds or it will not be suffi- 
cient though it states facts enough to be good on some other theory, 
for the plaintiff can have no relief on a theory different from that 
disclosed by his pleading. Kibler’s Admr. v. Whiteman, 2 Har- 
rington (Del.) 401; Toledo, etc., R. Co. v. Levy, 127 Ind. 168; 
Seeberger v. Schlesinger, 152 U. S. 581, 585. 
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The importance of such a preliminary theory cannot be over- 
estimated either in the preparation of pleadings or in the presenta- 
tion of evidence. A proper theory of the case requires a clearly 
defined conception of both premises of the legal syllogism—of the 
dominant principle of law to be invoked and of the facts essential 
to bring the case within the operation of that principle. It requires 
more. It demands that the multitude of details which often hang 
as a fringe upon the facts vital to the issue be assigned to their 
subordinate position and not raised in the pleadings to a rank 
equal to or greater than those essential to dictate the desired decree. 
A failure in this regard may change or make uncertain the prin- 
ciple of law dominating the case and so give to the case in legal 
contemplation a main object and purpose not, extrinsically, in- 
tended. Brumbaugh’s Legal Reasoning § Briefing, 361 et seq., 
21 Enc. of Pl. & Pr. 649. 

The inclusion of the facts of the quoted paragraphs in a bill 
of complaint seeking a decree enjoining the infringement of a 
trade-mark might possibly find justification upon a theory that they 
are properly pleadable in support of a claim for special or exem- 
plary damages, or as an anticipatory replication, or to have the 
assignment or license annulled by the court to the end that an 
unclouded title to the trade-mark might be restored and an injunc- 
tion against its infringement granted. The specific question here, 
however, is which, if any, of these three theories is disclosed by the 
bill of complaint in the case at bar, for, as I understand Luckett v. 
Delpark, jurisdiction would exist under the first and second theo- 
ries but would be wanting under the third. 

The quoted allegations are intermingled with those having to 
do with infringement. They make no reference to damages. The 
prayer for the assessment of damages is for actual, not exemplary, 
damages. Again, the right of a plaintiff to expedite his cause by 
inserting in his bill in the first instance his replication to an antici- 
pated defense has long been recognized. But the usual way of 
doing this was, formerly, by alleging that the defendant pretended 
certain facts to be true and then charging them to be untrue, but 
if true, that certain other facts set out in the replication to destroy 
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the effect of defendants pretenses were likewise true. Modern 
rules of equity pleading have eliminated the necessity for a close 
adherence to the old chancery forms. But under the later rules 
as under the earlier the bill of complaint must make out a case. 
What that case is, its theory, its main purpose, its dominant major 
premise or principle of law, depends, as formerly, upon the facts 
pleaded, the way in which they are stated and the relief sought. 

An examination of the bill in the case at bar reveals no indica- 
tion that the quoted averments were included upon the theory that 
they constitute an anticipatory replication. Facts pleaded upon 
that theory are employed solely as a shield, a defense to a counter 
attack. Their function and purpose are completely performed in 
repelling the attack. Facts so pleaded constitute no basis for 
affirmative relief. The prayer for judicial aid in setting aside the 
purported contract, the failure of the pleader to assign by his 
manner of pleading or by some expression in the bill the quoted 
facts to a rank or station subordinate to the allegations touching 
infringement of the trade-mark, the whole tenor of the bill, are 
consistent only with a theory that the main purpose of the bill is 
to obtain a cancellation of the contract and, that accomplished, 
injunctive and other trade-mark relief. Such bills do not, how- 
ever, present a case arising under the trade-mark statutes. 

The motion to dismiss must be granted. 


American Crayon Co. v. Prana Co. 
United States District Court, District of Delaware 
October 18, 1928 


Trapve-Mark—AssIGN MENT—ParTIAL. 

An assignment of a portion of the business of a corporation and 
the good-will and trade-mark associated therewith, vests in the 
assignee a right to the use of the trade-mark in connection with the 
articles the business in which has been transferred by the assignment 
and leaves in the assignor the right to use the trade-mark as before, 
except in connection with the articles the business in which was trans- 

ferred to the assignee. 
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INFRINGEMENT— DeEFrENSES—MISREPRESENTATION. 

An assignee of a partial right to the use of a trade-mark who 
so advertises its products as to make it appear to the public that 
it is the assignee of the entire right to the trade-mark is not entitled 
to relief in equity against unfair competition. 

An assignor of a partial right to the use of a trade-mark which 
so advertises its business as to make it appear to the public that it 
continues to be the sole owner thereof, is not entitled to relief in 
equity against unfair competition. 

In equity. Suit and counterclaim for unfair competition. 
Dismissed as to both. 


William G. Mahaffy, of Wilmington, Del., for plaintiff. 
Charles F. Curley, of Wilmington, Del., for defendant. 


Morris, D. J.: By bill of complaint and counterclaim the 
parties charge each other with trade-mark infringement and unfair 
competition. Each claims the right to use the word “Prang’’ as 
the name or mark for certain school and art supplies and that the 
other has infringed that right. To support and establish its alleged 
right each relies upon a distinct contract made by it with The 
Prang Company, a Maine corporation established in 1856, whose 
school and art supply business included the sale of many separate 
articles, probably 70 or 80, under the name or mark “Prang.” By 
the two contracts, if valid, the right to use that mark upon certain 
articles of the general class was assigned to the plaintiff and the 
right to use it upon the remainder of the articles sold by the Maine 
Company was transferred to the defendant. 

The contract upon which the plaintiff, American Crayon Com- 
pany, relies was made by the Maine Company on March 1, 1918, 
and purports to transfer to the plaintiff herein all the right, title 
and interest of the Maine Company in its trade-name or mark 
“Prang,’ together with certain other names or monograms, as 
applied to “crayons, pastels, oil and water color paints, pencils, 
erasers and pens” excepting pens of certain designated styles. 
The contract upon which the defendant bases both its defense 
and offense is that of February 6, 1925, made by it with the 
Maine Company whereby the Maine Company purported to transfer 
all its assets and property of every character (except only the 
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original drawings, plates and copyrights of some pamphlets then 
out of print) to the defendant. This contract, the defendant asserts, 
conferred upon it all the rights in the use of the name “Prang” 
ever enjoyed by the Maine Company except only those, if any, 
theretofore specifically conferred upon the plaintiff by the contract 
of March 1, 1918. 

The defendant contends, however, that the contract made by 
the Maine Company with the plaintiff is an assignment of a trade- 
mark in gross and, so, invalid. The plaintiff, on the other hand, 
urges that the contract made by the Maine Company with the 
defendant conferred upon the defendant no present right to the 
use of “Prang”’ or other trade-marks or names formerly belonging 
to the Maine Company, in that the Maine Company before making 
the contract with defendant, had on January 23, 1923, assigned 
to Laidlaw Brothers, Incorporated, for a period of 20 years, all 
its trade-marks, trade-names and trade labels. The evidence satis- 
fies me that neither of these contentions is well founded. The 
assignment to plaintiff was not an assignment in gross. Under 
all the facts, I think it obvious that the plaintiff acquired that por- 
tion of the business and good-will of the Maine Company repre- 
sented by the articles specified in its contract with the plaintiff. 
I am likewise convinced that any rights at any time possessed by 
Laidlaw Brothers, Incorporated, in the trade-marks and trade- 
names of the Maine Company have been wholly abandoned and 
surrendered and that the defendant is now possessed of all rights 
which the Maine Company had immediately after making its con- 
tract with the plaintiff. 

To learn what rights the defendant now has, it is but necessary 
to subtract from the aggregate rights of the Maine Company those 
transferred by it to the plaintiff through the contract of March 
1, 1918. There is no serious question touching the scope or extent 
of the rights of the Maine Company at and immediately before the 
making of that contract. 

The rights conferred upon the plaintiff by that contract were 
limited to those hereinbefore set out. The rights left in the Maine 
Company included the right to continue its existence under the 
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corporate name “The Prang Company”; the right to the name 
“Prang’ and all goods connected therewith save with respect to 
“crayons, pastels, oil and water color paints, pencils, erasers and 
pens” other than pens of certain styles; the right to sell these 
enumerated articles as a jobber representing the plaintiff, the right 
to re-establish its business in the enumerated articles and mark them 
with its name after the expiration of 20 years and the right at 
any time to discontinue acting as plaintiff's representative and to 
sell instead crayons, pastels, paints, pencils, erasers and pens 
obtained from sources other than plaintiff but not the right to use 
the name of The Prang Company upon such articles or to employ 
a general form, color, texture or design of package not clearly 
differentiating in the minds of the buying public such packages 
from those then being used by the plaintiff in the sale of the 
enumerated articles under the designation of the name “Prang”’ 
or any other mark or name assigned to the plaintiff by the Maine 
Company for use in connection with the specified articles. 

On January 19, 1926, the defendant, which after the contract 
of February 6, 1923, had been acting as a representative of plain- 
tiff in lieu of the Maine Company, ceased acting in that capacity 
and began to sell other crayons, pencils and colors as it had the 
right to do. It was, however, not at liberty in such sales to tres- 
pass upon the rights acquired by the plaintiff under the contract 
of March 1, 1918. This limitation upon its rights the defendant 
ignored. It placed upon its containers the word “Prismex’’ there- 
tofore used by it as a trade-mark for colored papers. These papers 
had been long advertised and designated as “Prang Prismex 
papers.” Moreover, it adopted a slogan—‘‘When you see Prismex 
think of The Prang Company” and gave to Prismex the definition— 
“Prismex is the new name for the old Prang quality” and so adver- 
tised that slogan and that definition as to make “Prismex”’ a syno- 
nym for “Prang.” 

The use under these circumstances of the word “Prismex” on 
defendant’s paint and crayon boxes was the equivalent of the use 
thereon of the forbidden word “Prang.” Since this one forbidden 


and unconscionable act operates to deny to defendant any relief 
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under its counterclaim and since plaintiff is for like unconscionable 
acts also barred from now obtaining equitable relief, it would serve 
no purpose to consider whether the defendant has in other par- 
ticulars trespassed upon plaintiff’s rights. 

Plaintiff's violations of the principles of fair dealing have 
been not at all less flagrant than those of the defendant. It has 
spent over a million dollars in advertising Prang products. It 
states with substantial correctness, in its brief ““Prang’ means, on 
account of plaintiff's extensive advertising, the American Crayon 
Company.” But since plaintiff is entitled to use “Prang” not upon 
the whole of the general class of goods but only in a limited way 
and on specific articles, it is obvious that to produce the result 
claimed by plaintiff, its advertising must have been not only exten- 
sive but of a character leading the purchasing public to believe 
that plaintiff's Prang products were not limited to the specific 
articles purchased from the Maine Company, but included as well 
all allied products or the whole of the general class to which the 
specific articles purchased belong. 

And the evidence discloses that plaintiff’s advertising was in 
fact of that character. It endeavored to expand its business, not 
only in disregard of the Prang rights reserved by the Maine Com- 
pany but to the detriment and at the expense of those specific rights. 
It has regarded its interest in “Prang’’ not as a bifurcated but as 
an exclusive right. It knew that “Stixit” or “Prang Stixit’’ had 
long been used by The Prang Company of Maine as a mark or 
name for paste, yet in 1925 the plaintiff changed the name of its 
paste from “Kroma” to “Stixmore’” and advertised this paste side 
by side with its products carrying the name “Prang.” 

The Maine corporation and later the defendant put upon the 
market a modelling clay marked “Permodello” known as “Prang” 
Permodello.” Thereafter the plaintiff brought a clay known as 
“Mello-Modelling”’ changed the name and put it upon the market 
as “Omodelo.”’ On the enclosing carton it printed “We also manu- 
facture ‘Prang’ School water colors, ‘Prang’ wax, Pressed and 
‘Pastello’ crayons, ‘Old Faithful’ Blackboard chalks and Allied 
Products.” ‘Prismex” has been used by The Prang Company of 
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Maine and by the defendant successively as a trade-mark for colored 
papers since 1922. In 1924 the plaintiff, which widely advertises 


and deals in certain “Prang’”’ products, adopted the mark “Permex’”’ 
for its ink. 


A court of equity will not grant its aid to a litigant who does 
not come with clean hands and free from the taint of a lack of 
conscionable regard for the rights of him against whom relief is 
sought. Manhattan Medicine Co. v. Wood, 108 U. S. 218; Edward 


Thompson Co. v. American Law Book Co., 122 Fed. 922 (C. C. 
A. 2). 


The bill of complaint and counterclaim suit must each be dis- 
missed without costs to either party as against the other. 


WEISMAN ET AL. V. KuscHEWSKI ET AL. 
(219 N. W. 987) 


Supreme Court of Michigan 


June 22, 1928 


Trapve-Marxs—Unram Competition. 

Purchasers of business and good-will of corporation engaged in 
fuel business held entitled to injunction restraining former stock- 
holders from secretly conducting business at an other location under 
their father’s name in breach of contract and the latter held guilty 
of unfair competition. 

Same—Same—Porcuase or Ricut tro Use Name Apart From Bustness. 

An attempt to purchase or otherwise acquire the right to use a 
personal or family name, apart from the purchase of business and 
its good-will in which the name has become valuable, is almost con- 
clusive evidence of fraud and unfair competition. 

Same—Same—Pnroor, 

Either actual or probable deception and confusion must be shown 

in order to establish unfair competition. 
Same—Same—Svuir. 


In action to restrain unfair competition, reports of plaintiffs’ 
employees as to effect of defendant’s acts on their business, being 
hearsay, held incompetent. 


In equity. Suit for unfair competition. Decree for plaintiffs, 
and defendants appeal. Decree modified, and, as modified, affirmed. 
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F. J. B. Sevald and D. P. Cassidy, both of Detroit, Mich., 
for appellants. 


Retan, Benjamin § Quay, of Detroit, Mich., for appellees. 


Feap, C. J.: For about 25 years, John Kuschewski suc- 
cessfully conducted a coal and coke business in the city of Detroit. 
He won a high standing of credit and personal reputation. The 
name “Kuschewski” was locally valuable in the coal and coke 
business. Some years ago, he retired from the business, turned it 
over to his children, and has since been engaged in real estate 
activities and in looking after his personal investments. The chil- 
dren formed a family corporation under the name of Kuschewski 
Bros., Inc. The sons, defendants Otto and Hugo, were the active 
managers. The corporation conducted a yard at 6013 Buchanan 
Street. It owned another yard at 5970 West Warren Avenue which 
it rented to the Mac’s Coal Company, of which defendant McQueen 
was the manager. On July 1, 1925, the corporation sold its Buch- 
anan Street yard and business to plaintiffs for $55,000. The sale 
included the good-will of the business, the right to use the name 
“Kuschewski Bros.,” an agreement that the corporation should not 
engage in the business in or within 50 miles of the city of Detroit, 
and an undertaking to procure a similar agreement from all its 
stockholders. All the stockholders, including Otto and Hugo, ex- 
ecuted an agreement “not to enter into or carry on any coal or 
coke business, wholesale or retail, either directly or indirectly in 
the city of Detroit, Mich., or within a radius of 50 miles of the 
city limits of said city of Detroit.” John Kuschewski and McQueen 
were not stockholders nor parties to the contract. On July 2, 1925, 
plaintiffs filed an assumed name certificate to do business as 
Kuschewski Bros., and since then have been conducting the Buch- 
anan Street yard under that name and as Kuschewski Bros. Coal 
Company. 

On November 4, 1925, the Mac’s Coal Company failed, owing 
Kuschewski Bros., Inc., $2,100 for coal and $800 for rent. Its 
total debts were $6,000 or $7,000, and it had coal on hand worth 
about $600 or $700. On December 8, 1925, McQueen started a 
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coal and coke business at the Warren Avenue yard under the name 
of John Kuschewski. 

This bill was filed March 11, 1926, to restrain the defendants, 
and each of them, from conducting the present “John Kuschewski” 
or any other coal and coke business under the Kuschewski name 
within the city of Detroit and a 50-mile radius, on the claim that 
Otto and Hugo were interested in the Warren Avenue yard and the 
theory of conspiracy by all the defendants to aid Otto and Hugo 
breach their agreement with plaintiffs, and also on the ground of 
unfair competition. Plaintiffs had decree as prayed with award of 
$1,000 damages. 

Defendant John Kuschewski knew the conditions of the sale 
of the Buchanan Street yard to plaintiffs. He had known McQueen 
since his connection with the Mac’s Coal Company in December, 
1924, knew he was manager of that concern and that it had failed. 
He testified that he made no inquiries as to McQueen’s standing or 
resources, took no bond or security against loss, did not consult 
Otto or Hugo, gave McQueen permission to conduct a coal and 
coke business under his name in consideration of McQueen’s fur- 
nishing coal to one of his houses, and had no interest in the busi- 
ness. McQueen said he was to furnish coal to two houses and it 
was worth $500 per year. No written agreement was made. John 
authorized McQueen to open a bank account in his name and em- 
powered him to draw checks against it. McQueen drew all the 
checks. A few weeks before the hearing, John told one of the 
plaintiffs that the business was his own. 

When the Mac’s Coal Company failed on November 4, 1925, 
Otto and Hugo impounded its stock of coal. They had gone into 
the real estate business and had an office with one Speyer a few 
blocks from the Warren Avenue yard, where they kept the books 
of their corporation and made collections on the old coal accounts. 
On November 25, 1925, Otto wrote the post office directing that 
all mail for Kuschewski Bros., Inc., himself, Hugo, Kuschewski 
Bros., and “all mail addressed other than Kuschewski 
Bros. Coal Co.” be sent to the real estate office. Otto 
and Hugo testified that they wanted to sell the Warren Avenue 
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yard, would not give a lease, rented it to McQueen from day to 
day at $8 per day, collected the rent each day, did not know he 
was to use their father’s name until he took possession, and they 
were not interested in the business. McQueen sold the Mac’s Coal 
Company stock of coal and paid the money to Kuschewski Bros., 
Inc. Before or after McQueen took charge Otto and Hugo moved 
the corporation books to the Warren Avenue yard and, after he 
began operations, they spent considerable time at the yard, using 
it as headquarters for collection of the coal bills, and transacting 
some real estate matters there while still maintaining the other 
office. McQueen knew that plaintiffs had purchased the coal busi- 
ness of Kuschewski Bros., Inc., and were using the name. It is 
a fair inference that he knew of the restrictive agreement. 

McQueen did not file an assumed name certificate to do busi- 
ness as John Kuschewski until March 30, 1926, after this suit 
was commenced. 

The situation is not opaque. A man with the acumen and 
standing of John Kuschewski, who had great pride in his reputation, 
would hardly permit the use of his name, in a day to day business, 
by a virtual stranger who recently failed in the same vocation at 
the same place, without retaining any control over operations, with- 
out written agreement or security, and subject himself to risk of 
serious financial liability and loss of personal prestige, for $500 per 
year. He might do it in his sons’ affairs. Otto and Hugo were 
interested in maintaining the yard in operation, at least until they 
could sell. Their conduct and the facts plainly indicate that the 
yard was reopened under plan and control of Otto and Hugo, 
whatever may have been the technical ownership, and that they 
used McQueen’s services and their father’s name to circumvent 
their agreement with plaintiff. Upon this issue, the plaintiffs are 
entitled to relief. 

The situation also offers a sound basis for a claim of unfair 
competition under our decisions, some of which are Penberthy In- 
jector Co. v. Lee, 120 Mich. 174, 78 N. W. 1074; Finney’s 
Orchestra v. Finney’s Famous Orchestra, 161 Mich. 289, 126 N. W. 
198, 28 L. R. A. (N. S.) 458; People’s Outfitting Co. v. People’s 
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Outlet Co., 170 Mich. 898, 186 N. W. 599; McGarry v. Milne, 
226 Mich. 566, 198 N. W. 178. 

When McQueen resumed operations, he caused an advertise- 
ment to be inserted in the telephone directory under the name 
“John Kuschewski Coal Company.” Signs were painted on the 
buildings with the words “coal and coke” in large type, “John” in 
four-inch letters, and “Kuschewski” in four-foot letters. The 
Warren Avenue yard had been operated by Kuschewski Bros., Inc., 
until taken over by the Mac’s Coal Company after December, 1924. 
Otto and Hugo had been in charge. The manner in which the signs 
were painted and the presence of Otto and Hugo at the yard 
could reasonably have led the public to believe that Kuschewski 
Bros. were conducting the business. And the statement in 88 Cyc. 
816, is apt: 

“An attempt to purchase, or otherwise acquire, the right to use a 
personal or family name, apart from a purchase of the business, and 


its good-will, in which the name has become valuable, is almost con- 
clusive evidence of fraud and unfair competition.” 


However, there is to be considered the further elements of 
unfair competition, deception, and confusion of the public. 


“In order to make out a case of unfair competition, it is not neces- 
sary to show that any person has been actually deceived by defendant’s 
conduct and led to purchase his goods in the belief that they are the 
goods of plaintiff or to deal with defendant thinking he was dealing 
with plaintiff. It is sufficient to show that such deception will be the 
natural and probable result of defendant’s acts. But either actual or 
probable deception and confusion must be shown, for if there is no 
probability of deception, there is no unfair competition. In close cases, 
where the deceptive tendency is not clear, equity will withhold its hand 
until actual deception has resulted.” 38 Cyc. p. 773. 

“Unfair competition is always a question of fact. The question to 
be determined in every case is whether or not, as a matter of fact, the 
name or mark used by defendant has previously come to indicate and 
designate plaintiff’s goods, or, to state it another way, whether defend- 
ant, as a matter of fact, is by his conduct passing off his goods as 
plaintiff's goods, or his business as plaintiffs business. The universal test 
question is whether the public is likely to be deceived.” 38 Cyc. p. 779. 


There was some showing of confusion of mail deliveries and 
of a few cars of coal consigned to John Kuschewski having been 


delivered to plaintiffs. But confusion in mail had occurred ever 
since plaintiffs’ purchase. There was no competent evidence that the 
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public or any customers had been misled or confused into dealing 
with defendants in the belief that the business was plaintiffs’. 

The Buchanan and Warren yards were a mile apart. Plain- 
tiffs had never operated at Warren Avenue. It can hardly be said 
that the use of the John Kuschewski name and the conduct of de- 
fendants naturally and probably led the public to believe that the 
Warren Avenue business belonged to plaintiffs, or “Kuschewski 
Bros.” although they could have had that tendency. If they did so 
deceive, the fact would be easily capable of proof. Plaintiffs tes- 
tified that their business decreased one-half on account of Mc- 
Queen’s use of the name. They gave no figures and produced no 
books to substantiate the statement. The hearing was commenced 
on June 8, 1926. They had six months to determine the effect of 
defendants’ operations and to discover cases of confusion. They 
claimed there were many. They attempted to detail a few instances 
from hearsay, most of them from reports of their employees. Such 
evidence was not competent. 26 R. C. L. 898. They did not produce 
the employees nor any customers. They attempted competent 
proof of only one claimed case of confusion, and that was satisfac- 
torily explained. The failure to show confusion and deception of 
the public and consequent injury to plaintiffs precludes recovery on 
the ground of unfair competition. 

Without setting up the details, it is sufficient to say that the 
record does not contain sufficient facts to now measure plaintiffs’ 
damages for violation of the restrictive agreement. See Daniels v. 
Brodie, 54 Ark. 216, 15 S. W. 467, 11 L. R. A. 81; Kezeli v. 
River Rouge Lodge, I. O. O. F., 195 Mich. 181, 161 N. W. 888. 

These rulings necessitate a substantial modification of the de- 
cree and the settlement of a new one by this court. The plaintiffs 
are entitled to injunctive relief against all the defendants; to re- 
strain Otto and Hugo Kuschewski from violating their agreement 
with plaintiffs; to restrain John Kuschewski and McQueen from 
continuing or engaging in the coal and coke business with Otto 
and/or Hugo in violation of such agreement, and from continuing 
or engaging in such business on any premises within the prohibited 
area in which Otto and Hugo may have any control or interest, 
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personally or as stockholder or otherwise. The decree may also 
be without prejudice to plaintiffs’ right of future action for unfair 
competition, and may provide reference for assessment of plaintiffs’ 
damages in the present action. 

Plaintiffs will have costs in the Circuit Court. Neither party 
will have costs in this court. 


Nortu, Frettows, Wiest, Crark, McDonaxp, Porter, and 
Suarpe, JJ., concur. 


N. L. Prerce Nat. Detective Acency v. Prerce Detective 


AGENCY 
(117 So. 191) 


Supreme Court of Alabama 
May 24, 1928 


TrapvE-Marks aNd Trape-NAames—Uwnrairn Competition—Insury—Use or 

Lixe Fmm Name. 

Injury to established business by the employment of a trade- 
name so similar as to take advantage of the good-will of the former, 
and divert business resulting therefrom to a new concern may be pre- 
vented by injunction. 

Same—Same—SAameE—INTENT 

In order to authorize injunction against employment of trade- 
name similar to that of established business, an actual intent to de- 
fraud need not appear, it being sufficient if facts pleaded and proven 
disclose such deceptive name and conduct of business as to work a 
fraud, diverting business coming through the prestige and good-will 
of another. 

The use of the family name in one’s business is generally recog- 
nized as a personal right; but is subject to general maxim “sic utere 
tuo,” etc., and coupling family name with trade-name so as to de- 
signedly infringe on the trade-name of another, which can readily be 
avoided without abandonment of the family name, is a fraud not to 
be sanctioned in equity. 

Same—SamMe—INJUNCTION WITHHELD ON ABANDONMENT OF COMPETITION. 

Where, at time of hearing on bill to enjoin unfair competition in 
use of trade-name, complainant had withdrawn from field wherein 
name was used, and entirely abandoned such field, injunction was 
properly denied, since no monopoly of name can be claimed when 
there is no competing business to be protected, and injunction under 
such conditions would merely injure respondent and the public with- 

out any compensating advantage. 
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In equity. Action to enjoin alleged unfair competition. From 
a decree dismissing the bill, complainant appeals. Affirmed. 


L. B. Rainey, of Gadsden, Ala., for appellant. 
O. R. Hood, of Gadsden, Ala., for appellee. 


Boutpin, J.: The bill is to enjoin alleged unfair competition 
in the use of a trade-name so similar to that of complainant as 
to lead to confusion and divert the good-will of an established 
business to the profit of respondent, with consequent injury to 
the business of complainant. 

About June 1, 1922, complainant, “N. L. Pierce National 
Detective Agency,” was incorporated with main office in the City 
of Birmingham. N. L. Pierce, who had some prior experience 
in that line of business, organized the corporation, and became 
chief stockholder and manager. So far as here involved, it may 
be regarded as his business operated in a corporate name. The 
business included protection, investigation, and commercial lines 
of national detective agencies. . 

About February 1, 1923, a branch office and agency was estab- 
lished at Gadsden. B. W. Pierce, brother of N. L. Pierce, then 
residing in Gadsden, was made manager or superintendent of the 
branch office. 

About September 10, 1923, B. W. Pierce ceased to be branch 
manager, and went into the insurance business, but continued his 
connection with complainant as salesman of contracts for protection 
and service to the business concerns of Gadsden. 

About February 1, 1924, B. W. Pierce entirely discontinued 
his connection with complainant, and set up a local detective busi- 
ness of his own in Gadsden and vicinity. This business was incorpo- 
rated under the name of “the Pierce Detective Agency.” The 
bill was filed September 16, 1924. 

The litigation, essentially one between Leonard Pierce on 
the one hand and Benton Pierce on the other, resulted in a decree 
for respondent January 12, 1927. The cause was submitted to this 
court on appeal January 17, 1928. 
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The remedy by injunction to prevent injury to an established 
business by the employment of a trade-name so similar as to take 
advantage of the good-will of the former, and divert business 
resulting therefrom to the new concern, is well established and de- 
fined in the former decisions of this court. Kyle v. Perfection 
Mattress Co., 127 Ala. 89, 28 So. 545, 50 L. R. A. 628, 85 Am. St. 
Rep. 78; Epperson v. Bluthenthal, 149 Ala. 125, 42 So. 863, 18 
Ann, Cas. 882; White v. Citizens Light & Power Co., 172 Ala. 232, 
55 So. 198; Grand Lodge, etc. v. Grand Lodge, etc., 174 Ala. 895, 
56 So. 963; Boston Shoe Shop v. McBroom Shoe Shop, 196 Ala. 
262, 72 So. 102 [6 T. M. Rep. 381]; G. B. McVay § Son Seed Co. 
v. McVay Seed & Floral Co., 201 Ala. 644, 79 So. 116; Harrison 
Transfer Co. v. Harris Transfer & Warehouse Co., 208 Ala. 681, 
95 So. 12 [13 T. M. Rep. 179}. 

The real basis of relief is fraud and irreparable injury. An 
actual intent to defraud need not appear. Sufficient if the facts 
pleaded and proven disclose such deceptive name and conduct of 
business as to work a fraud, diverting business coming through 
the prestige and good-will of another. 

The use of the family name in one’s business is generally 
recognized as a personal right. In modern business, carrying the 
family name in a corporate enterprise is usually considered of 
the same class. Note to Seligman v. Fenton, 47 A. L. R. 1190; 
Burns v. Wm. J. Burns International Detective Agency, 235 Mass. 
553, 127 N. E. 334 [10 T. M. Rep. 331]. 

However, under our statute, a corporate name should not be 
taken so nearly similar to that of an existing corporation as to 
lead to confusion and uncertainty. This statute qualifies in some 
measure the prevailing rule in the absence of statute. Harrison 
Transfer Co. v. Harris Transfer §& Warehouse Co., supra. 

In any event, the use of a family name is subject to the gen- 
eral maxim, “sic utere tuo,” ete. So coupling the family name 
with a trade-name as to designedly infringe upon the trade-name 
of another, which could readily be avoided without abandonment 
of the family name, is a fraud not to be sanctioned in equity. G. B. 
McVay & Son Seed Co. v. McVay Seed § Floral Co., supra. 
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In dealing with corporate names wherein the family name is 
carried by both, the law of corporations as well as the law relating 
to trade-marks, trade-names, and unfair competition furnishes a 
vast number of precedents. 14 C. J., p. 310 et seq., § 374, with 
illustrations in notes 23 and 24. 

The application of sound principle to a given case is not always 
free from much difficulty. Much depends upon the facts of the 
particular case. There are cases where the name is such as to 
naturally and inevitably result in infringement upon the rights of 
another. In such case the party must be held to intend the natural 
result of his acts. 

In other cases, the names may be similar in carrying a family 
name, but other differences be so marked that the one may by due 
care be used without substantial injury to the other. In such 
case honest use of the name, with due care to avoid appropriation 
of the good-will of another, or confusion of business to his sub- 
stantial injury, may become an issue of fact in an injunction suit. 
In this case there is much testimony as to similarity of the names 
as arranged and emphasized on letterheads and advertising matter, 
similarity of contracts with customers, metal tags, etc., and oppos- 
ing evidence that in design, color, and subject-matter care was 
taken to avoid confusion in all these matters; evidence that both 
used standard forms of contracts; evidence that both, by conspicu- 
ous notices through the press, disclaimed any connection with 
each other; evidence tending to show that customers did know 
the two concerns and chose between them; some evidence that 
complainant, “N. L. Pierce National Detective Agency,” was 
sometimes addressed through the mails, mainly to the Birmingham 
office, as the Pierce Detective Agency; and counter evidence that 
in no case was mail to the Gadsden office intended for complainant, 
received by respondent. 

We do not find it necessary to pass upon all these issues of 
fact. The decree of the court was justified upon the grounds now 
to be stated: 

N. L. Pierce, testifying in his own behalf, said: 
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“We knew in advance, and know now, that a branch office in as small 
a town as Gadsden would be a losing proposition from a financial stand- 
point, but we opened an office here to give him a position, hoping it would 
be self-sustaining or at least pay him a salary. After we got established 
we had contracts out and kept our doors open in good faith. We have 
lost money ever since the doors were opened. I did not want to quit 
because for fear it would reflect on our home office. We instructed our 
superintendent to not solicit business in Gadsden territory, which they 
have not. We have not written a dollar contract since that time, and 
don’t expect to. We invite this competition; we so advertise, except for 
future business; we don’t care what name he goes under; we will con- 
tribute money and means to help him; and will throw everything his 
way except the name the Pierce Detective Agency. * * * It is not from 
a monetary standpoint the suit is here at all.” 


This evidence was given in May, 1925. 
On June 9, 1926, the following amendment to the answer was 
filed: 


“Defendant avers that, since the filing of the bill of complaint in 
this cause and some three months heretofore, complainant has discon- 
tinued its office at Gadsden, and, since the discontinuance thereof, has 
maintained no office or agent at Gadsden for the transaction of a detec- 
tive business, and has not since, and is not now attempting to do a 
detective business in Gadsden and vicinity, and that respondent, as set 
forth in its answer, only maintains an office at Gadsden and does a detec- 
tive business in Gadsden and vicinity, and does not attempt to do a 
detective business at any point where complainant maintains an office or 
agent in the transaction of such business.” 

It was agreed in writing that the averments of this amend- 
ment are true. 

The evidence for respondent was that no complaint was ever 
made of the use of the name “the Pierce Detective Agency,” nor 
notice given not to do so, until this suit was filed. We find no 
evidence in denial. 

Meantime, it appears respondent had conducted an active 
business with full knowledge of complainant, wherein contracts 
were made with customers for future protection and service, and 
the consideration paid by the several customers; that by 1925 
the detective business of Gadsden and vicinity had passed into 
the hands of respondent; that considerable equipment, including 
four automobiles, to give quick and efficient service, had been 
accumulated. 


There is no question either under pleadings or proof of any 
contractual relation between the parties depriving Benton Pierce 
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of the legal right to enter into a competitive business. Any skill 
or experience gathered by him in the business was his personal ac- 
quisition. The good-will or prestige, if any, which had come to 
complainant by his efficiency in the conduct of the business while 
connected therewith, was its rightful property. He could not law- 
fully appropriate the business advantage inhering in the name thus 
acquired. But his personal reputation was his own. 

Complainant is committed by his own testimony to the propo- 
sition that he never entered into competition with respondent in the 
local territory of the latter’s operations, not because of any wrong- 
ful use of a similar name, but out of friendship and brotherly in- 
terest; that the field was entirely abandoned before the hearing. 

An injunction operates prospectively for future protection. 
This was the sole relief sought. To grant an injunction under 
these conditions would merely injure respondent and the public 
without any compensating advantage to complainant. No monopoly 
of the name can be claimed where there is no competing business 
to be protected. Note to Terry v. Cooper, 48 A. L. R. 1257, 1264; 
Yellow Cab Co. v. Sachs, 191 Cal. 288, 216 P. 88, 28 A. L. R. 105 
[13 T. M. Rep. 373]. 

Affirmed. 


Anpverson, C. J., and Sayre and Garpner, JJ., concur. 


CuarLes CHAPLIN v. CHarteEs AMaApor, WESTERN FEATURE 
PropuctTions, A CORPORATION, ET AL. 


California District Court of Appeals, First Appellate District 
July 30, 1928 


Uwsram Competitrion—Morion Picrure Actor—Imrration or MAKE-UP AND 

PERSON ALITY. 

Defendants, a motion picture actor and his producers, copied and 
simulated plaintiff’s make-up, mannerisms and stage personality and 
appearance and produced and exhibited plays in which such imitations 
were featured. Held that these practices would be likely to deceive 
the public to the detriment of the plaintiff, and should be enjoined. 
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Unram Competirion—InsuncTion—Form. 
An injunction is not too broad which simply enjoins the defend- 


ant “from imitating the plaintiff in such a way as will deceive and 
defraud the public.” 


In equity. Appeal from judgment in favor of plaintiff. 
Affirmed. For opinion below, see 16 T. M. Rep. 21. 


Ben M. Goldman and J. J. Lieberman, both of Los Angeles, 
Cal., for appellant. 

Loyd Wright and Charles E. Millikan, both of Los Angeles, 
Cal., for respondent. 


This is an appeal by the defendant, Charles Amador, from 
a judgment entered against all of the defendants, perpetually en- 
joining and restraining them, their servants, agents and employees, 
and all persons acting in privity with them from (a) disposing 
of, advertising or dealing in a motion picture called “The Race 
Track”; (b) from using the name “Charles Aplin” or “Charlie 
Aplin,” or any other name similar to that of plaintiff in connection 
with said motion picture, or any motion picture, in imitation of the 
motion pictures of plaintiff, which will be likely to deceive the 
public in believing that plaintiff is acting the réle there here- 
after referred to; (c) from advertising, selling or dealing in any 
motion pictures which are an imitation of the motion pictures of 
plaintiff, or style of dress, costume or mannerisms constituting an 
imitation of the plaintiff in his name or in his playing or acting 
the part or character or réle of “Charlie Chaplin,” and which are 
so like the motion pictures acted in and produced by the plaintiff, 
and in which the plaintiff plays the principal or leading or any 
part in such role, as to be likely to deceive the public in believing 
that said motion pictures are the motion pictures produced and 
acted by plaintiff, or which would have the likely effect of so 
deceiving. 

The complaint alleges the fame of plaintiff as a motion picture 
star in the réle in question, a valuable subsisting good will in 
such characterization; that he originated, perfected and featured 
said make-up, garb and mannerisms; describes the nature of the 
garb, make-up and mannerisms of the character; that defendants 
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have produced some films in imitation of plaintiff's said rodle and 
have dubbed Amador therein as “Charlie Aplin”; that the same is 
a fraudulent scheme and conspiracy to damage plaintiff and the 
public, etc. 

The answer, in effect, is a general denial, and also alleges that 
plaintiff himself appropriated said make-up, garb, etc., and is 
himself a direct imitator of others in connection with said role. 

The case was tried by the court and findings were made in 
accordance with the allegations of the complaint and judgment 
entered accordingly. 

The record reveals that Charles Chaplin, commonly known 
to the public as “Charlie Chaplin,” late in the year 1913 originated 
and perfected a particular type of character on the motion picture 
screen. In this character, Chaplin has generally worn a kind of 
attire peculiar and individual to himself, consisting of a particular 
kind or type of mustache, old and thread-bare hat, clothes and 
shoes, a decrepit derby, ill fitting vest, tight fitting coat and trousers 
and shoes much too large for him, and with this attire, a flexible 
cane usually carried, swung and bent as he performs his part. 
This character, and the manner of dress, has been used and por- 
trayed by Charles Chaplin for so long and with such artistry, that 
he has become well known all over the world in this character to 
such an extent that a display of his picture with the word “Charlie,” 
or even with no name at all, has come to mean the plaintiff. 

Late in the year 1920, or early in 1921, the defendants, F. M. 
Sanford and G. B. Sanford, as producers, and the defendant Charles 
Amador, the appellant herein, as actor, entered into a plan or 
scheme, the purpose of which was that a series of twelve motion 
pictures would be produced in which the defendant, Charles Ama- 
dor, under the name of “Charlie Aplin,’ would perform the lead- 
ing role. In this scheme, Amador was to be dressed in imitation 
of Chaplin and was to be featured in these pictures under the name 
of “Charlie Aplin,” which was an imitation of the name of ‘“Chap- 
lin.” One of the first steps in carrying out this scheme was the 
sending of letters by defendants to various states’ rights distri- 
butors of motion pictures throughout the country. One of these 
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letters contained the following announcement: ‘We announce the 
production of twelve two-reel record-breaking comedies featuring 
‘Charlie Aplin’ in the well known character, famous the world over.” 
This letter was sent over the name of Sanford Productions, F. M. 
Sanford, Manager. Similar letters were sent throughout the coun- 
try on the letterhead of Sanford Productions, one of them reading 
in part as follows: “Our comedian is a world-beater in this famous 
character. There never was a better drawing card. A—Charlie 
Aplin—contract will soon be of big value in your territory, so wire 
us at once.” On the left hand margin of this last letter were printed 
three views of “Charlie Aplin” in “this famous character.” Along 
with one of these letters there was sent a card having on one side 
of it a picture of Amador as “Charlie Aplin,” and having on its 
reverse side printed matter taken from a San Diego paper, which 
in part is as follows: “Aplin, whose name is like that of Charlie 
Chaplin, who looks like him and acts like him, and who is a regular 
fellow with it all, came down here for the Sanford Productions...” 

One picture, called by the defendants “The Race Track” was 
completed and taken to New York by F. M. Sanford for the pur- 
pose of showing it to states’ rights distributors. This film was 
shown to a distributor by the name of Ochs, who considered it so 
manifestly an imitation of Chaplin’s character and Chaplin’s name, 
that he refused to negotiate for it. Learning of this, the plaintiff 
filed a suit for injunction and obtained a preliminary injunction 
pending the trial of the suit and defendants were restrained from 
exhibiting said picture. 

At the very opening of the trial counsel for the defendants 
made this statement: “The defendants are not contesting the rights 
of plaintiff in the exclusive use of his name or any other name 
similar to plaintiff's name. We have no desire to use the name of 
‘Charles Aplin’ or ‘Charlie Aplin,’ or any other name similar in 
spelling or pronunciation or appearance to plaintiff's name. To 
that extent, without prejudice to the other issues in the case, the 


| defendants are prepared to permit a decree in that respect, but so 


far as the other issues in the case are concerned, we shall strenuously 
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The court found, among other things, as follows: 


«“* * * That the plaintiff is the first person to use the said clothes, as 
described herein and as described in the complaint, in his performing as 
an actor in motion pictures, and it is true that he originated, combined 
and perfected the manner of acting and mannerisms mentioned herein as 
used in motion pictures, and it is also true that the plaintiff is the first 
person to originate, use, combine and perfect in motion pictures that cer- 
tain form of acting, those mannerisms, facial expressions and movements 
of his body hereinabove mentioned and described.” 

Appellant first contends that there is no evidence that plain- 
tiff originated the rOle or its separate parts. The evidence upon 
this question is conflicting. It has been repeatedly held that the 
findings of the trial court upon conflicting evidence are conclusive 
and binding upon this court, and all reasonable inferences are to be 
indulged in support of the findings. The authorities supporting 
this rule are legion, among them being, Gjurick v. Fieg, 164 Cal. 
429; Wilbur v. Wilbur, 197 Cal. 1. 

With this rule in mind, we have made a careful examination 
of the entire record and we are fully convinced that there is abun- 
dant evidence to support all the findings of the trial court. We 
see no reason, however, to go into a detailed analysis of the large 
volume of evidence embodied in the record. The finding that plain- 
tiff originated and combined the role is supported by evidence of 
managers of theaters, motion picture houses, actors and motion 
picture producers. 

No other finding is attacked by the appellant as being unsup- 
ported by the evidence. 

Appellant’s second contention is stated in his brief as follows: 
“Isn’t the sole issue: Monopoly, on the one hand, or means to 
prevent confusion or deception, on the other hand? We respect- 
fully submit that, even though the court accepted the findings, still 
the law is not and cannot be that the judgment and decree of the 
court, as framed, can stand.” 

The question of monopoly is in no way involved in this action. 
Plaintiff is not seeking to prevent the appellant, Charles Amador, 
from appearing in motion pictures, but only seeks to prevent him 
from imitating the plaintiff in such a way as to deceive the public 
and work a fraud upon the public and plaintiff. The case of plain- 








CHARLES CHAPLIN V. CHARLES AMADOR 545 


tiff does not depend on his right to the exclusive use of the role, 
garb and mannerisms, etc.; it is based upon fraud and deception. 
The right of action in such a case arises from the fraudulent pur- 
pose and conduct of appellant and injury caused to the plaintiff 
thereby, and the deception to the public, and it exists independently 
of the law regulating trade-marks, or of the ownership of such 
trade-marks or trade-names by plaintiff. It is plaintiff’s right to be 
protected against those who would injure him by fraudulent means; 
that is, by counterfeiting his réle—or, in other words, plaintiff has 
the right to be protected against “unfair competition in business.” 
We think the following authorities fully support our conclusion in 
this regard: Banzhaf v. Chase, 150 Cal. 180; Modesto Creamery v. 
Stanislaus Creamery Co., 168 Cal. 289 [4 T. M. Rep. 484]; Brad- 
ford Baking Co. v. Weber Baking Co., 48 Cal. App. 570 [10 T. M. 
Rep. 82|; Weinstock-Lubin Co. v. Marks, 109 Cal. 529, and Inter- 
national News Service v. Associated Press, 248 U. S. 215, at pages 
234-236 [9 T. M. Rep. 15]. 

In the case of Weinstock-Lubin Co. v. Marks, supra, the court 
said: 


“Equity will not concern itself about the means by which fraud is done. 
It is the results arising from the means, it is the fraud itself, with which 
it deals. The foregoing principles of law do not apply alone to the pro- 
tection of parties having trade-marks and trade-names. They reach away 
beyond that, and apply to all cases where fraud is practiced by one in 
securing the trade of a rival dealer, and these ways are as many and as 
various as the ingenuity of the dishonest schemer can invent.” 


The same reasons apply with equal force to the case at bar 
and demonstrates that the plaintiff is entitled to his injunction 
preventing defendant from imitating the role which plaintiff origi- 
nated, and thereby injuring plaintiff and deceiving the public into 
the belief that appellant, Amador, under the name of “Charlie 
Aplin,” is really the plaintiff, Charlie Chaplin. 

A careful review of the evidence, containing the various ex- 
hibits of plaintiff and defendant, convinces us that defendant’s 
imitation of plaintiff would be likely to deceive the public and that 
the whole plan and scheme of the defendants was undertaken with 
a view of deceiving the public and injuring plaintiff in his business, 
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and if permitted to be carried out it would undoubtedly have that 
effect. 

Appellant further complains that the injunction is too broad. 
We think this contention is without merit. The injunction in its 
last analysis, as far as defendant, who is the only appeal defend- 
ant, is concerned, simply enjoins him from imitating the plaintiff 
in such a way as will deceive and defraud the public. We are in 
full accord with the view of the learned trial judge who, in denying 
a new trial, said: “Regarding “The Race Track’ picture, the court 
is convinced that defendants deliberately planned and executed an 
imitation of plaintiff, designed and calculated to deceive the public 
into believing that defendant Amador, posing as ‘Aplin’ was “Chap- 
lin’ and thereby did secure patronage that might not otherwise be 
obtained and depriving plaintiff thereof, and that the imitation in- 
heres in the entire picture so as to render it impossible of elimina- 
tion. Regarding the other injunctive features they amount to no 
more than restraint of imitation; and to avoid their effect defend- 
ants need do no more than avoid the imitation and deception.” 

We see no need of discussing this case further. We think, as 
above stated, that the evidence is ample to support all the con- 
clusions reach by the trial court and that its decision and judg- 
ment was right and proper and should be affirmed. 

Appellant also appeals from the order denying a new trial. 
The order denying a new trial is not appealable and for that rea- 
son the attempted appeal therefrom is dismissed. (2 Cal. Juris. 
178-174.) 

The judgment is affirmed. 





Uni 
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Scuwarz v. SCHWARZ 
(269 P. R. 755) 


California District Court of Appeals 
July 28, 1928 


Unram Competirion—Use or SuRNAME. 

Plaintiff had been doing business under the name “Adolph M. 
Schwarz, Commercial Collections Everywhere,” with branch offices in 
different cities. His son discharged from the management of the Los 
Angeles office, opened a rival office under the name of “Adolph M. 
Schwarz, Jr., Commercial Collections Anywhere,” imitating the letter- 
heads, bill-heads and advertising matter of the older business. Held 
that defendant’s acts made it a prima facie case of unfair competition. 


In equity. Appeal from judgment in favor of defendant. 
Reversed. 


Newlin & Ashburn and R. L. Haight, all of Los Angeles, Cal., 
for appellant. 
Abram M. Marks, of Los Angeles, Cal., for respondent. 


Nourse, J.: Plaintiff sued to restrain defendant from con- 
ducting business under the name of “Adolph M. Schwarz, Jr., Com- 
mercial Collections,” or variations of such name calculated to de- 
ceive the public, and also from soliciting the business of plaintiff’s 
clientele and from using lists of plaintiff’s customers obtained by 
defendant while he was in the employ of the plaintiff. The cause 
was tried before the court, and, upon the conclusion of plaintiff’s 
case, the defendant’s motion for a nonsuit was granted upon the 
ground that there was no evidence to sustain the allegations of the 
complaint. The plaintiff has appealed from the judgment upon a 
typewritten transcript. 

Plaintiff had established and maintained collection agencies in 
some of the principal cities of the East, and, some two years prior 
to the filing of the complaint, had established branches of such 
agencies in San Francisco and Los Angeles. His son, the defend- 
ant in this case, had been installed as manager of the branch in 
Los Angeles, but in the month of August, 1925, because of mis- 
management and defalcations on his part, he was ordered to turn 
over the management of the Los Angeles branch to another, and 
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to report to the Cleveland office. On August 29, 1925, he opened 
another office in Los Angeles, and notified the customers of plain- 
tiff that he had taken the entire personnel of the old office with 
him and solicited their business under the new management. Letter- 
heads, billheads and other advertising matter were prepared by 
him under the name of “Adolph M. Schwarz, Jr., Commercial Col- 
lections Anywhere,” obviously designed to deceive the customers 
of the plaintiff, who for many years theretofore had engaged in the 
business of commercial collections under the designation “Adolph 
M. Schwarz, Commercial Collections Everywhere” and “Adolph M. 
Schwarz, Attorney and Counselor at Law, Commercial Collections 
Everywhere.” 

It was alleged in the complaint that the plaintiff had built 
up a valuable good will and reputation in commercial collections 
around the name “Adolph M. Schwarz, Commercial Collections” 
and “A. M. Schwarz.” Though this allegation was denied in the 
answer, the truth of the allegation was proved beyond question at 
the trial. On some occasions plaintiff’s organization was referred 
to merely as “Schwarz’s” or the “Schwarz organization,’ or the 
“Schwarz Los Angeles office,’ but more frequently the full name 
of “Adolph M. or A. M. Schwarz” was used. Defendant’s true 
name had been Louis Schwarz, but, before coming to California, 
he had assumed the name of Louis Carmen. During the time he 
was employed by plaintiff in the California offices he went under 
the name of Adolph M. Schwarz, Jr., and in February, 1925, with 
the consent of his father, he procured a decree of the superior court 
changing his name to A. M. Schwarz, Jr. Thereafter he conducted 
his business under that name, still being known “socially” as Louis 
Schwarz. 

It is the theory of the complaint that the defendant’s change 
of name was part of a scheme to defraud his father, and that, when 
the defendant opened the new offices in Los Angeles with letter- 
heads, billheads, and other advertising matter of the same type, 
arrangement, and picture as those used by his father, it was with 
the intention of deceiving plaintiff's customers and causing con- 
fusion among them, to plaintiff's damage. There is no proof that 
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defendant contemplated establishing an independent business when 
he made the change in his name, or that this change was made for 
any other purpose than to facilitate the handling of the father’s 
business. All the proof, both oral and documentary, shows unmis- 
takably that the defendant adopted a scheme of advertising de- 
signed to deceive plaintiff’s customers, and that he actually solicited 
them “with all of the business houses of Los Angeles” under the 
false impression that he was merely establishing a new office of the 
Schwarz organization, taking with him “the entire personnel of 
the old office, consisting of high trained, efficient, and consummate 
collection talent.” 

Unlike the case of Dunston v. Los Angeles Van & Storage Co., 
165 Cal. 89, 131 P. 115, the issue of “unfair trade dealing’ was 
specially pleaded, and all the evidence, and the presumptions and 
inferences applicable thereto, tended to prove the allegations of 
the complaint. The judgment having been on the nonsuit, we must 
therefore assume this issue to have been proved. Long v. Chronicle 
Publishing Co., 68 Cal. App. 171, 228 P. 873. Upon the case so 
made by plaintiff, he prayed for an injunction restraining defend- 
ant from conducting the business of commercial collections under 
the name of “Adolph M. Schwarz, Jr., Commercial Collections,” 
or any variations of said name, consisting of the use of the words 
“A. M. Schwarz’s,” or “Adolph M. Schwarz’s,” or “Adolph M. 
Schwarz Company,” either in conjunction with each other “or in 
conjunction with other words or name, so as to imitate or so closely 
resemble the name of the plaintiff as to result in confusion to the 
public or to the patrons, customers, dealers, clientele, or agencies 
of the plaintiff.” 

Plaintiff offered one witness to testify that he had been con- 
fused over the two offices. It was not necessary to prove this. “It 
is the liability to deception which the remedy may be invoked to 
prevent.” 7’. A. Vulcan v. Myers, 1389 N. Y. 864, 34 N. E. 904. 
This subject is fully discussed in the opinion of Judge Thompson 
in Sun-Maid Raisin Growers v. Mosesian. (Cal. App.) 258 P. 
6380, 685. 
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Giving the plaintiff the most favorable construction of all the 
evidence, as was necessary on the motion for nonsuit, it follows that 
he presented a case of unfair trade dealing which would have en- 
titled him to some part of the relief demanded. The defendant’s 
answer on this appeal is that, as to those issues upon which plain- 
tiff offered proof the evidence was conflicting, and that we should 
not, therefore, disturb the judgment. The conflict arose in the 
testimony of the defendant, who was called by the plaintiff under 
section 2055 of the Code of Civil Procedure. As to such testimony 
the plaintiff was not bound, but, in any event, the conflict should be 
disregarded. 

Judgment reversed. 


We concur: Kororp, P. J.; Sturtevant, J. 








